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Name: Group Art Unit 1 624 

Company: United States Patent & Trademark 
Office 
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Operator's initials 



Facsimile No.: 571 273 8300 

Number of pages (including tfiis page): 5 

From: Shahrokh Falati, Ph.D. 
Direct Telephone No.: (212) 326-3924 
JP No,: JP006634 

CAM No.: 305158-999171 (6750-173-999) 



Re: 



Application of: Donald J. KYLE et a/. 
Application No.: 10/607,563 

Filed; June 27 T 2003 _ 

Title: THERAPEUTIC AGENTS USEFUL FOR TREATING PAIN 

Examiner: Paul V.Ward 
Confirmation No.: 5149 

Group Art Unit: 1624 ^ 4CQ qM -«-m* 

Attorney Docket No.: 6750-173-999 (CAM No.: 305158-999171) 



7^T T hi S communication is intended to be confidential to the person to whom ,t ,s addressed, and rt 
Lection If you are not the Intended recipient or the agent of the intended recip.ent or if you are unable to dehver this 
SSSJn » the intended recipient, please do not read, copy or use this communication or show rt to any other person, but 
notity the sender immediately by telephone at the direct telephone number noted above. . 



Message: 

A Statement of the Substance of the Interview conducted November 13, 2000 is enclosed for formal entry 
into the file of the above-identified application. 



Please call us immediately if the facsimile you receive is incomplete or illegible, 
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Filed by Facsimile 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application of: Donald J. KYLE et aL 
Application No,: 10/607,563 

Filed: June 27, 2003 

Title: THERAPEUTIC AGENTS USEFUL 
FOR TREATING PAIN 



Confirmation No.: 5149 
Group Art Unit: 1624 
Examiner: Paul V. Ward 

Attorney Docket No.: 6750-173-999 
(CAM No.: 305158-999171) 



STATEMENT OF THE SUBSTANCE OF THE INTERVIEW 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Applicants' representative thanks Examiner Paul Ward for the courtesy of a 
telephonic interview in connection with the above-identified application. Pursuant to 37 
C.F.R. § 1.133 and M.P.RP. § 713.04, Applicants submit the following statement of the 
substance of a telephonic interview held on November 13, 2006 between Examiner Paul 
Ward and Applicants* representative Shahrokh Falati in connection with the above-identified 
application. 

The Office Action mailed October 20, 2006 ("Office Action") was discussed 
to clarify (1) which claims are in the application, (2) which claims are allowable, and (3) 
which claims can be rejoined. 

First, Mr. Falati pointed out that new claims 237-273, each (except for claim 
237) depending directly or indirectly from claim 21, were added in an AMENDMENT AND 
PROVISIONAL ELECTION UNDER 37 C .F.R. § 1.143 WITH TRAVERSE AND 
STATEMENT OF THE SUBSTANCE OF THE INTERVIEW filed on March 22, 2006. The 



Certificate of Facsimile Transmission 



I hereby certify that this corespondent* is being filed with the United States Patent and Trademark Office by 
facsimile Transmission on November 14, 2006 to facsimile telephone number 571 273 8300. 



By; 



Shahrokh Falaii 



(Reg. No. 58 J 60) 
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March 22. 2006 Amendment was received and is of record in the file - see 03-22-2006 entries 
"Response to Election/Restriction Filed," "Specification," "Claims" and "Applicant 
Arguments/Remarks Made in an Amendment" in the PAIR Image File Wrapper for the 
above-identified application. However, the Office Communication with a restriction 
requirement mailed July 1 1, 2006 ("Restriction Requirement") did not acknowledge or 
discuss claims 237-273. 

Second, Mr. Falati pointed out that in response to the Restriction Requirement, 
Applicants filed an AMENDMENT AND PROVISIONAL ELECTION UNDER 37 C.FJL § 
1.143 WITH TRAVERSE dated July 24, 2006, in which claims 237-273 were also present 
The July 24, 2006 Amendment was received and is of record in the file - see 07-24-2006 
entries "Response to Elecuon/Resmction Filed," "Specification," "Claims" and "Applicant 
Arguments/ternaries Made in an Amendment" in the PAIR Image File Wrapper for the 
above-ioentified application. However, the Office Action still does not acknowledge or 
discuss claims 237-273 or iheir status. 

Applicants' representative requested the Examiner's agreement that claims 
017.273 are of re<-^ fa. the fl hove. H «ntified application and, accordingly, should be added 

,i a ; m « nlready apr «rfi,» nn line 4 of flu» Office Action Summary. Examiner Ward 
acknowledged this. 

Third, Mr. Falati pointed out that the Office Action states the compounds and 
compositions in Group I (claims 1-22 and 102-105) were allowed. However, claims 238-273, 
each of which depends directly or indirectly on claim 21 in the Group I allowed claims were 
not indicated as (1) part of Group I and (2) allowed. 

Applicants' representative requested the Examiner's agreement that claims 
338.273. which nn allowe d claim 21 of Group T, should be part of Group I, allowed, 

and, a^rdinglv , <h™,lri he added ■» the claims already appearing on line S of the Office . 
Action Summary. Examiner Ward acknowledged this. 

Fourth, Mr. Falati pointed out that in the AMENDMENT AND 
PROVISIONAL ELECTION UNDER 37 C.F.R. § 1.143 WITH TRAVERSE dated July 24, 
2006, Applicants canceled without prejudice claims 132-191. As discussed above, the July 
24, 2006 Amendment was received and is of record in the file of the above identified 
application. 
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Applicants* representative requested the Examiner's agreement that claims 

1 *>.ion m no logger of 1 «« a^j^dgntjfigd plication nnd arcorninplv, should 

^ fr n Un. 4 oft - Action Summary. Examiner Ward acknowledged this. 

Fifth, Mr. Falati pointed out thai in the AMENDMENT AND PROVISIONAL 
ELECTION UNDER 37 C.F.R. § 1.143 WITH TRAVERSE dated July 24, 2006, Applicants 
neither canceled nor amended claims 192-236. As discussed above, the July 24, 20O6 
Amendment was received and is of record in the file of the above identified application. 

Applicants' representative requested the Examiner's agreement that claims 

192 236 freccad, ill jfag ah ^identified plication and according should be added 

fcg ^ already aflgarjng gj UflS 4 of th. Office Ac tion Summary. Examiner Ward 
acknowledged this. 

Ia view of the many discrepancies between the status of the claims 
acknowledged by Examiner Ward and the status of the claims stated in the Office Action, Mr. 
Falati further requested of the Examiner that: 

(1) the Office Action would be rescinded, 

i 

(2) a new Office Action would be mailed, 

(3) Pisnms M31 and 1 §2^23 would arniear on line 4 of the new Office 

Action Summary 

(4 ) 1 -77. 1 Q2-1 And 238^ 7 * would appear on line 5 of the new 
Office Actio n Summary: and 

(5) thP "Detailed Ac*™" ^tinn of fr * Office Artion would be revised 

pursuant to Q) and (4\ above . 

Examiner Ward indicated that he will consider sending a new Office Action. 

Sixth, Mr. Falati raised the issue of the rejoinder of method claims which are 
commensurate in scope with the claims of Group I. Mr. Falati pointed out that in the 
Restriction Requirement on page 5, the Examiner stated that if "product claims are 
subsequenuy found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder." 
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The Office Action allowed the Group I "product" claims and, on page 2, welcomed 
Applicants to file an Amendment to rejoin the method claims commensurate in scone with 
the Group I claims. Mr. Falati pointed out that the following method claims are behevcd to 
be eligible for rejoinder: 

• Method claims 1 17, 192 and 222, each depending on allowed claim 1 ; 
. Method claims 1 18. 193 and 223, each depending on allowed claim 19; 

• Method claims 119, 194 and 224, each depending on allowed claim 21; 
and 

• Method claims 120, 195 and 225, each depending on allowed claim 22. 

Applicants' representative requested the Examiner's agreement that, claims 
1 17-I9n 192-195 and "-2-225 wou ld ^ rejoined. Examiner Ward indicated 

mat the request to rejoin these claims should be made in Applicants next response. 

Finally, Applicants respectfolly request that the above statement be made of 
record in the above-identified application. 

No fee is believed to be due for this response. Should any fee be required, 
please charge such fee to Jones Day Deposit Account No. 50-3013. 

Respectfully submitted, . / 

Date: November 14, 2006 /^^ *'^4~~^ 

Samuel B. Abrams (Reg- No. 30,605) 
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